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Art Unit: 3672 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-3, 16, 18, 19, 33, 36-38, and 40-42 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Malone (4349204). 

Malone discloses a fluid inflatable packer comprising an inflatable element 21 
exposed to the packer interior, the inflatable element inflates and deflates with process 
fluid pressure in the interior of the fluid inflatable packer; a mandrel 40 having a plurality 
of openings 42 along its length; the inflatable element disposed about the mandrel; the 
packer interior being the mandrel interior; the inflatable element exposed to the interior 
of the mandrel through the openings; an inflation chamber (next to openings 42) formed 
between the inflatable element and the mandrel; the inflatable element inflated by fluid 
provided through the openings to the inflation chamber; at least half of the inflatable 

* 

element is exposed directly to the interior of the fluid inflatable packer; an open mandrel 
40 having a longitudinal passageway; the open mandrel directly exposes the inflatable 
element to process fluid and process fluid pressure in the longitudinal passageway; at 
least one tensioning collar 31 maintaining the inflatable element in tension about the 
open mandrel when the fluid inflatable packer is in a deflated state and when the fluid 
inflatable packer is in an inflated state; and the inflatable element inflates and deflates 
with process fluid pressure in the longitudinal passageway. 
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This reference also discloses a method of treating a subterranean formation, 
comprising the steps of: pumping a process fluid to a fluid inflatable packer TO; passing 
the process fluid through the inside of the packer to an inflatable element; inflating the 
inflatable element with the process fluid; passing the process fluid through an open 
mandrel of the packer to the inflatable element; inflating the inflatable element with 
process fluid pressure in the open mandrel; deflating the inflatable element with process 
fluid pressure in the open mandrel; inflating a fluid inflatable packer with process fluid 
pumped down a tubing string (col. 2, line 48) to a process tool 40 coupled to the fluid 
inflatable packer; deflating the fluid inflatable packer by dropping process fluid pressure 
in the tubing string; positioning a downhole tool assembly having a packer 10 and a 
process tool 40; pumping a process fluid to the packer and the process tool; inflating the 
packer by passing the process fluid into an inflation chamber of the packer; performing 
the treatment (testing, col. 2, line 48) using the process fluid; terminating pumping of the 
process fluid; and deflating the packer by passing the process fluid out of the inflation 
chamber as a result of a drop in process fluid pressure. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 17 and 54 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Malone in view of Watson et al. (6575251). 

Malone discloses a fluid inflatable packer comprising an inflatable element 21 
exposed to an interior of the fluid inflatable packer, wherein the inflatable element 
inflates and deflates with process fluid pressure in the interior of the fluid inflatable 
packer but not a screen or sand in the fluid. 

Watson et al. show a screen 54 in a fluid inflatable packer 56 to restrict the flow 
of gravel (col. 9, line 41) but not sand (col. 7, lines 13-21). 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to include a screen with a packer, as shown by Watson et al., in 
order to filter the fluid and allow sand in the fluid. 

Allowable Subject Matter 

Claims 43-53 are allowed. 

Claims 4-15, 20-32, 34, 35, and 39 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all 
of the limitations of the base claim and any intervening claims. 

Response to Arguments 

Applicant's arguments, see page 12, filed 21 September 2005, with respect to 
claims 13-15 and 28-30 have been fully considered and are persuasive. The 35 U.S.C. 
102 and 103 rejections of claims 13-15 and 28-30 have been withdrawn. 



Application/Control Number: 10/669,826 Page 5 

Art Unit: 3672 

The argument with respect to Malone, on pages 12-15, is not convincing. The 
absence of a discussion of filtering or not filtering the inflating fluid does not permit 
applicants to decide filtering is disclosed. The examiner contends without specific 
structure to filter the inflating fluid, Malone's fluid can be considered unfiltered. Along 
this line of reasoning, applicants do not recite any structural feature in claims 1,19, 33, 
37, 41 , or 42 to facilitate unfiltered fluid. The examiner notes Malone could make the 
ports bigger to handle unfiltered fluid containing, say, gravel to pass through without a 
change in function. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 

* 

than SIX MONTHS from the mailing date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Matthew J. Smith whose telephone number is 571-272- 
7034. The examiner can normally be reached on T-F, 9-4. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David J. Bagnell can be reached on 571-272-6999. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). _ A / 
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